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DETAILED ACTION 
Claim Objections 

1 . Claim 1 9 is objected to because of the following informalities: This claim 
depends on cancelled claim 1 7. The examiner will treat claim 1 9 as if it depends from 
claim 16 for examination purposes. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 31 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. There are no conditions selected in this claim and therefore 
nothing to sense or monitor. This leaves no method for varying the process. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-4, 7-1 1 , 14, 16, 20-25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 4,764,237 (Shishkin). 
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Figure 1 of the Shishkin patent discloses an apparatus for lining the inside surface of a 
pipe wherein a piston (3) is moved along the inside of a pipeline (1). The piston spreads 
a layer of mortar (2), forming it to the pipe surface (4). This enables a hose to be 
everted along the formed layer (4). Also shown in figure 1 of the Shishkin patent is the 
hose (5) in contact with the piston (3) during the eversion of the hose. This piston (3) is 
taken to be the body claimed by applicant. This hose (5) is taken to be the flexible tube 
structure claimed by applicant. 

Claim 2: 

The mortar is pressed onto the surface of the pipeline by the action of the piston (col. 3 
lines 51-53). This action creates a formed layer (4) which is held in place by the hose 
(5). The mortar is taken to be the agent claimed by applicant. Shown in the figure is the 
method of delivery of the agent to the everting portion of the hose: the formed surface 
(4) that passes over the piston (3) is delivered to the hose (5). 

Claim 3: 

The piston may have a cavity (20) or ducts (22) where the agent may be introduced. 
(Column 4 lines 62-66) 

Claim 4: 

Since the piston has a flat surface it is taken to be a plate. The piston may have a cavity 
(20) or ducts (22) where the agent may be introduced. The piston is rigidly supported by 
the pipeline in which it operates. 



Claim 7: 
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MPEP 2115 states that Expressions relating the apparatus to contents thereof during an intended 
operation are of no significance in determining patentability of the apparatus claim.” Ex parte 
Thibault, 164 USPQ 666, 667 (Bd. App. 1969). Furthermore, “[ijnclusion of material or article 
worked upon by a structure being claimed does not impart patentability to the claims.” In re 
Young, 75 F.2d *>996<, 25 USPQ 69 (CCPA 1935) (as restated in In re Otto, 312 F.2d 937, 
136 USPQ 458, 459 (CCPA 1963)). 

The apparatus of Shishkin is capable of using a curable resin instead of the cement- 
sand mortar taught within. Shishkin column 3 lines 63-64 teach that the hose can be 
made from any prior art material, including polyethylene. 

Claim 8: 

Shown in the Shishkin figure 1 is a chamber filled with mortar (2) opposing the face of 
the piston (3) taken to be the plate claimed by applicant. The piston may have a cavity 
(20) or ducts (22) where the agent may be introduced. 

Claim 9: 

Shown in figure 1 of the Shishkin document is the piston (3) creating a formed layer (4) 
as it presses mortar over the sides of the conduit. 

Claim 10: 

The piston wipes the mortar onto the sides of the conduit as it passes through, (col. 5 
lines 65-68) 

Claim 1 1 : 

Shown in figure 3 of the Shishkin document is an embodiment of the piston (3). This 
piston (3) has a front and rear face which are taken to be the two seals. The piston 
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cavity (20) is taken to be the chamber between them. The walls bounding the cavity (20) 
are taken to be the inner walls as claimed. 

Claim 14: 

Shown in figures 6-8 is the section ahead of the piston (3) where the agent is added in 
preparation of the lining process. 

Claim 16: 

The hose (5) shown in figure 1 is being unwound from the drum (14) before being 
everted into the pipeline. 

Claim 18: 

Inherent to a collapsed hose is a folding or pinching of the edges where the hose is 
collapsed. 

Claim 20: 

According to figure 1, an area is formed between the piston (3) and the everting hose 
(5) where the agent passing beyond the piston is allowed to contact the hose (4). This is 
taken to be the “wet-out” region claimed by applicant. 

Claim 21 : 

A flexible tube (9) is seen in figure 5 that projects from the contact surface and is 
embraced by the hose (5). Shown here is that the tube is inserted into the hose as it 
approaches the piston (3) for eversion. 

Claim 22: 

According to figure 3, the tube (9) creates a cavity between the parts of the hose. The 
agent is pumped along the hose (col. 4 lines 27-29) 
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Claim 23: 

The piston (3) moves along the pipeline by the pull of a rope or by compressed air (col 4 
lines 56-58). 

Claim 24: 

Col. 4 lines 59-61 teach moving the piston (3) by air pressure supplied through the hose 
(5). 

Claim 25: 

The towing mechanism (19) and pull rope (18) are shown in figure 6. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 28, 30, and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shishkin in view of US 4,602,974 (Wood). 



Claim 28: 
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Figure 1 of the Shishkin patent discloses an apparatus for lining the inside surface of a 
pipe wherein a piston (3) is moved along the inside of a pipeline (1). The piston spreads 
a layer of mortar (2), forming it to the pipe surface (4). This enables a hose to be 
everted along the formed layer (4). Also shown in figure 1 of the Shishkin patent is the 
hose (5) in contact with the piston (3) during the eversion of the hose. This piston (3) is 
taken to be the body claimed by applicant. This hose (5) is taken to be the flexible tube 
structure claimed by applicant. 

Shishkin does not teach the agent as comprising a resin and teaches that any prior art 
material is acceptable for use as the hose (5, Shishkin). Wood teaches the use of a 
curable resin (col. 1 lines 41-47). Wood also teaches using a resin absorbent material 
(col. 1 lines 49-66). The Wood and Shishkin patents are both drawn to the lining of 
conduits. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to use a resin absorbent material as taught by Wood in the apparatus 
taught by Shishkin motivated by the Shishkin teaching [Shishkin column 3 lines 63-65]. 

It would have been further obvious to one having ordinary skill in the art at the time of 
the invention to use a resin as taught by Wood in place of the mortar taught by Shishkin 
as the two serve the same purpose of coating the inside of the conduit. 

Claim 30: 

The tube used as a liner is the hose (5, Shishkin). It is shown in figure 1 of the Shishkin 
patent being everted into the conduit thus creating inner, outer, and everting tube 
portions. The exposed face of the everting portion is shown in the figure to contact the 
pipeline (1) where the formed surface (4) of the curable resin (as taught by Wood) lies. 
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Claim 31 : 

Shishkin, column 6 lines 11-14 demonstrate how the system responds to the 
consumption of mortar, a condition selected by the examiner. 

6. Claims 12, 13, 15, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shishkin in view of WO 01/88338 (Graham). 

Shishkin does not demonstrate a flexible membrane between the walls of the chamber. 
The apparatus in the Graham document is directed toward the application of a flexible 
membrane inside of a conduit as in the Shishkin document. In figure 4 of the Graham 
document, a flexible bladder (70) is shown between two spreaders (55 and 57). Also 
seen in the figure is another adjacent chamber on the body. The chambers are seen 
between the spreaders (53, 55, and 57). It would have been obvious to one having 
ordinary skill in the art to use a multi-chambered design and try with it a flexible 
membrane motivated by the design of the Graham apparatus; simple substitution of one 
known, equivalent element for another to may be obtained by combining the known 
design of Graham with the apparatus of Shishkin and predictable results would be 
achieved. 

Claim 15: 

The Graham apparatus is fitted with a suction head (290) at the leading end of the body. 
The suction head (290) is provided for extracting debris in the pipeline 30 ahead of the 
pipelining operation (Graham pg. 29 Iines8-11). 



Claim 19: 
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Figure 13 of the Graham document shows a conduit (132) provided within the liner to 
carry objects such as fluid or service lines such as telecommunication cabling. It would 
have been obvious to one having ordinary skill in the art at the time of the invention to 
include a cable in such a conduit motivated by the teachings of Graham (Graham pg. 18 
linesl 6-21 ). 

7. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shishkin 
in view of US 5,855,729 (Kiest, Jr.) 

Shiskin fails to disclose a means for retarding the body during the process. Kiest 
teaches a stop member (76) affixed to the cable (46) for controlling the extent of the 
eversion of the inflation bladder, (col. 7 lines 26-33). Both the Kiest and Shishkin 
patents are drawn to the lining of conduits. It would have been obvious to one having 
ordinary skill in the art at the time of the invention to use a stop member such as that in 
Kiest in the apparatus of Shishkin motivated by a desire to retard the motion of the body 
during the operation process. 

8. Claims 26 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shishkin in view of US 4,685,983 (Long, Jr.) 

Shiskin fails to disclose a means for retarding the body during the process. Long 
teaches “The inversion and movement of the liner (34) along the sewer pipe continues 
until the inversion end reaches and abuts against a stop means (not shown) which has 
been placed inside of the sewer pipe at the end of the section of pipe to be lined." (Long 
col. 18 line 66- col. 19 line 2). The stop means described by Long is in contact with the 
interior of the conduit and, during operation, also in contact with the body. It would have 
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been obvious to one having ordinary skill I the art at the time of the invention to use this 
stopping method in the invention of Shishkin motivated by the desire to end the eversion 
process. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID N. BROWN II whose telephone number is 
(571 )270-5497. The examiner can normally be reached on Monday-Thursday 7:30a- 
5:00p EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Joseph Del Sole can be reached on (571 )-272-1 130. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/DAVID N. BROWN 11/ 

Examiner, Art Unit 1791 

/Joseph S. Del Sole/ 
Supervisory Patent Examiner, Art Unit 1791 




